








UNITED STATES, CIRCUIT COURT. DISTRICT OF 


EW JERSEY 


American Graphophone Company In Equity 





versus ) No. 
United States Phonograph Companys )on Patent 
et al. ) 587,265 


Raymond R, Wile 


rch eran 


R 


WS. Citinah Cowal - Dectacl 4 ae Tory 
) 


bance fonglaqle i US Ploata a poled 


st, 265" “Qa 34 
Ke Ww LIL 


al wad, sag i si 
Mduve & a 


— a4. 
a Ow mats Sle ane 


app 
nt 5 me a Fase Re 
\ os 





| WS. Plan otted 
Bin wl 1S Bel Co rte 


more maa 


ipa eae ead Taf lad 90,375 byte 
Las ete 





varch te anda 


Research Library _ 


— a ee 
SS = 


©0900909990000000009000000000000 
UNITED STAYES CIRCUIT COURT, 
District of New Jersey. 


In Eqvity. 


AMERICAN GRAPHOPHONE CO, } , 
vs. 


UNITED STATES PHONOGRAPH COM- 
PANY, et al. 


DEVENDANTS? ANSWERING ; | 
PAPERS ON COMPLAINANT? S MOT- : 
ION YOR INJUNCTION. 
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UNITED STATES CIRCUIT COURT, 


For the District of New Jersey, 








AMERICAN GRAPHOPHONE COMPANY - 


In Equity. 
-Vs- 


:Suit on MacDonald 
UNITED STATES PHONOGRAPH COMPANY, et al.:Patent No.587.265, 


THE PLEA O¥ THE DEFENDANTS UNITED STATES PHONOGRAPH 
COMPANY AND GEORGE E.TEWKSBURY INDIVIDUALLY AND AS MANAGER 
OF SAID COMPANY, TO THE BILL O¥ COMPLAINT OF AMERICAN GRA- 


PHOPHONE COMPANY, COMPLAINANT. i 


Tne defendants United States Phonograph Company 
and George E .Tewksbury individually and as manager of said 
company, by protestation, not confessing ae acknowledging 
all or any of the matters and things in and by said bill 
see forth and allegéd-to be true, in such manner and form 
as the same are therevy and therein set forth and alleged, 
for plea to the whole of said vill, say: 

That neither they nor either of then, has manufac- 
tured a spring motor or spring motors of any description 
whatsoever, washer containing the alleged invention claim- 


ed to be set.forth in and by the Letters Patent of Macdonald} 





No.587,265, in said bill of complaint referred to, or other- 
wise. They admit, however, and each of said defendants 
admits, that they have sold and to a small extent used, but 
only, for the purpose of making sales, spring motors of the 

r — 


type known in the trade as the "Edison Spring Motor" and 


containing the invention set forth in Capps patent No. 
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, 570,378; and they allege, and each of them alleges, that 


| all. spring motors so sold by them have been purchased by 
the defendant United States Phonograph Company from Nat- 
ional Phonograph Company or from Edison Phonograph Works, 
both being New Jersey corporations, each having its princi- 
pal place of bvsiness at the City of Orange, in said State 
of New Jersey. 


Further, these defendants say, and each of them 














says, that prior to the 7th.day of Decerber,1896, spring 

| motors in all essential respects the same as those which 
said defendants have sold as avove set forth, were manufac- 
tured by Edison Phonograph Works, a New Jersey corporation 
having its principal place of iwsiness at the City of 

| Orange, in said State of New Jersey, chiefly or wholly for 
the said National Phonograph Company, and vere sold and 

| placed upon the market corre rcially by said National Phono- 
graph Company and by said Edison Phonograph Works; that on 


7th day of December, 1896, an agreement was made, execnted 





and delivered by American Graphophone Company, the complain- 
ant herein, and at that time the owner of the full and en- 
tire right, title and interest in and to the invention set 
forth in said Macdonald patent No 587,265, and in and to 

the application for said Letters Patent, as specified in 

| the bill of complaint herein, and the said National Phono- 
graph“and Edison Phonograph Works, which agreement is now 
in fvll force and effect, and in which said American Grapho- 
phone Company, complainant, for a valuable consideration, 


covenanted that it would not bring suit against such types 


{ ‘ s 
| of apparatus or sypplies as had been put out commercially 
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by the said National: Phonograph Company and the said Fdison | 


hg 
Phonograph Works, or either of them, whether said apparatus | 
4 
4 
£ or supplies were sold or put out commercially either before 
20 
rg or after the date o? said agreement, as by said agreevent 


or a duly avthenticated copy thereof in court to be produc- 
ed will more fully and at large appear. 

Further, the defendants say, and each of them ssys, 
that said National Phonogranh Company and Edison Phonograph 
Works, relying upon said covenant of the complainant, con- 
tinued after said 7th .day of December, 1896, the business 
of manufacturing and selling, or putting out commercially, 


spring motors for phonographs, known in the trade as "Edi- 














son Spring Motors", that the spring motors put out commer- 
eially after said date were in all essential respects the 
same as those put out commercially before said date, and 
that in Caxeping on this ovsiness, they sold a large number 
of said motors to the defeniant United States Phonograph 
Company, which motors said Company and said Tewksbury, as 
an employee thereof, sold separately or in small numvers to 
the trade or to consumers, said Tewksbury having no other 
connection than as herein stated with the sale of spring 
sotors of any nature or description. 

Further and by reason of the foregoing, the defen- 
dants say and each of them says that all spring motors by 
them or either of them used or sold, were licensed under 
the patent in suit, am thet the said complainant has no 
cause of action for the infringement of said Letters Patent 
No .587,265 by reason of such use and sale, 


And further, and by reason of the foregoing, the 
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acicndants say and each of them says that. the complainant 
is estopped from enforcing any action for the infringement 
of said Letters Patent No .587,265, by or through any acts 
or things by these defendants or either of them performed 
or omitted. 

And, further, the defendants say and each of them 
says that neither they nor either of them has manufactured 
spring motors of any description, ani that neither they nor 
either of them has used or sold spring motors not licensed 
under the Macdonald patent in sult or as to which said 
American Graphophone Company, complainant, is not estopped 
from enforcing any action under said Letters Patent. 

All of which matters and things the defendants aver, 
and each of them avers, to be true, and they plead, and 
each of them pleads the same to the said complainant’s bill 
of complaint, and humbly prays the judgment of this Honor- 
able Court whether it should be compelled to make any fur- 
ther or other answer to the said vill, and prays to be 
hence dismissed with its costs in this behalf most wrong- 





fully sustained, affud C. Clade Moutire 
range 8. Teechisburg, Yrtakager 
J J Ley € Tetesburg. 
Niapes neehicef ; 
Solicitors for Defeniants for the purposes of this 
plea 


Of Counsel. 


I hereby certify tmt in my opinion the foregoing 


plea is well founded in point of Cry 
LUTE s unto —~ 
Grweet fw Pefentuite gor tha fluipee of He, a 
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STATE OF NEW JERSEY 


COUNTY OF ESSEX 
On this Srd.day of December, 1897, 


before m> personally appeared ALFRED C. CLARK, and made oath 
that he i's the Secretary of the United States Phonograph 
Company, one of the defendants named in the bill of com- 
plaint herein; that he has read the above plea and knows 
the contents thereof; that it is not interposed for delay, 
and that it is true in point of fact. 
F.B Stewart, 
Notary Public, 


(seal) of New Jersey. 


State of New Jersey : 
238 


County of Essex 

On this third day of Decemver, 1897, 
pefore me personally appeared GEORGE E,TEWKSBURY and made 
oath that he is the individual named as co-defendant in the 
pill of complaint herein; that he has read the above plea 
and knows the contentp thereof, and that it is not inter- 
posed for delay, and that it is true in point of fact. 

F.B.Stewart, 


“a Notary Public, 
(Seal) of New Jersey. 
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UNITED STATES CIRCUIT COURT 
FOR THE DISTRICT OF NEW JERSEY. 


AMERICAN GRAPHOPHONE COMPANY e 
H IN EQUITY. 
-vs- j 
: Suit on Macdonald 
UNITED STATES PHONOGRAPH COMPANY et al.: Patent No.587, 265 





STATE OF NEW JERSEY: 
288 
COUNTY OF ESSEX : 


WILLIAM E.GILMORE, being duly sworn, deposes and 
says as follows: 

I ama resident of Orange, New Jersey, and have 
been employed for a number of years last past as General 
Manager of Edison Phonograph Works, a corporation operating 
a factory at said Orange, for the manufacture, among other 
things of phonographs and accessories thereof. I am also 
an officer of National Phonograph Company of Orange, New 
Jersey, a corporation engaged in selling apparatus made by 
said Edison Phonograph Works. 

I an familiar with the construction and operation 
of the spring motor for phonographs known as the “Edison 
Spring Motor". This is the motor shown and described in 
Capps patent No .570,378. 

‘The Edison Phonograph Works commenced to prepare 
special tools, ete. for the manufacture of these motors, in 
the fall of 1895, and later on in the fall of that year the 
first machine was made. That machine was shipped from the 
factory in January, 1896. ‘ yrom that time down to the pre- 


sent, the manufacture of these motors, all of the same type 
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and similar in construction and operation in every essen- 
tial respect, has steadily increased; they were at once 
favorably received not only by the trade, but by users of 
phonogravhs which said motors were designed to operate, and 
having been rede by the Edison Phonograph Works, they became 
widely known and were advertised as the "Edison Spring 
Motors®. 

A large number of these motors, approximately 800, 
were made and sold or put out commercially during the year 
1896, and prior to the first of December of that year, All 
these were either both made and sold (either to agents or 
consumers) by said Edison Phonograph Works or were made by 
said Works on orders of the National Phonograph Company of 
Orange, New Jérsey, of which said Works is the licensed 
manufacturer, and sold to agents or consumers by said Nat- 
ional Company. 

Prior to Decenver 7th, ,1896, the Edison Phonograph 
Works and the National Phonograph Company, on one hand, and 
the American Graphophone Company (complainant), on the 
other, were competitiors in business and each interest was, 
and had been for several years, carrying on against the 
other and expensive litigation for infringement of Letters 
Patent. On said December 7th.,1896, both interests met in 
an agreement, (copy of which is hereto annexed and marked 
Exhibit A) under the terms of which licenses under the pat- 
ents on which svits were pending were oe and the 
whole litigation, theretofore in progress, was terminated. 


One of the provisions of said agreement (see last 
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clause, paragraph 3) is as follows: 

"It is further agreed that neither interest will 
bring svit against such types of apparatus or supplies as 
have been put out commercially by the other interest before 
the date of this contract, whether put out by either inter- 
est before or after this contract." 

Relying upon this agreement the Edison Phonograph 
Works ontinmed the manufacture and sale of spring motors 
in every essential respect the same as those riade prior to 

/ the date of said contract, Most of these motors were made 
py said Works upon orders of the National Phonograph Com- 
pany to which concern they were sold, The National Com- 
pany, in turn, sold ‘them, either separately or in quanti- 
ties, to consumers or to agents among the latter of which 
was the United States Phonograph Company of Newark, New 
Jersey. Such of the motors as were not made for the Nat- 
ional Company were made by said Works and by it sold direct 
to consumers and agents. 

The right of the Edison Phonograph Works or tise 
National Phonograph Company to make and sell these "Edison 
Motors" has never, so far as I am aware, been questioned by 
the American Graphophone Company. Neither, so far as I 
know, has said company questioned the right of persons or 
concerns other than the United States Phonograph Company to 
sell "Edison Motors" made, as aforesaid, by said Edison 
Works and sold to said persons or concerns either by said 
Works or by the National Phonograph Company. 

William E.Gilmore. 
Subdscrived and sworn to vefore me 
this 2nd.day of Decerber, 1897. 
(seal) ‘ : Eugene Couran, 


Notary Public, Kings Co., 
Certificate filed in N.Y.Co. 
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EXHIBIT a, 


MEMORANDUM OF AGREEMENT made this seventh day of 
December, 1896, between AMERICAN GRAPHOPHONE COMPANY, @ 
West Virginia corporation, having its principal place of 
s | business at Washington,D.C. hereinafter referred to as the 
Graphophone Company, party of the first part, and the NAT- 
IONAL PHONOGRAPH COMPANY and the EDISON PHONOGRAPH WORKS, 
New Jersey corporations, havins their pr tnGteed place of 
business at Orange, N.J., and hereinafter collectively re- 
ferred to as the Phonomraph Companies, parties of the sec- 


ond part. 


WHEREAS, the Graphophone Company and the Phono- 


graph Companies are manufacturers of talking machines and 
supplies therefor, and respectively own various Letters 











Patent relating thereto, which each interest claims are in- 
fringed vy the other interest; litigation on said patents 
has been in progress for some time ani is undecided; and 
it seems wealth that the patents of voth interests will 
pe finally sustained vy the corrts; and whereas it is be- 


lieved by the parties th.t no commercially competitive ma- 





chine can ve manufactur 





tout infringing the patents of 


both interests. 





AND WHEREAS, is view 22 he foregoing and other 


considerations, the two interests 2 concluded to exchange | 





== expense of continuing 


licenses and put an eri <> ths =F 





the pending litigation. 
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NOW, THEREFORE, it is agreed as follows: 


die The Graphophone Company hereby grants 


National Phonograph Company the right and license to ma 








Yacture and sell talking machines and supplies therefor un 
der patents No. 341,214, granted May 4, 1886, to Bell & 
Tainter, and No.341,288, granted on same date to C.S.Taint- 


er, to the full end of the terms thereof. 





2. The Phonceraph Companies hereby grant to the 
Graphophone Company the right and license to manufacture 
and sell t alking machines and supplies therefor under the 


following patents granted upon inventions ‘of Thomas A.Edi- 








son, to the full end of the terms thereof, to wit: Nos. 
382,416, granted May 8, 1888; 382,418, granted ‘May 8,1888;° 
362,462, granted May 8,1888; 386,974, granted July 31,1888; | 
393,966, granted December 4, 1888; 393,967, grantee Béoonbs 
er 4, 1888; 393,968, granted Dece» er 4, 1888; 400,646, 
granted April 2, 1889; 400,647, granted April 2, 1889; 
400,648, granted April 2, 1889; 414,761, granted November 
12, 1889; 430,274, granted June 17, 1890; 430,278, erant- 
ed June 17, 1890; 484,583, granted October 18, 1892; 484, 
584,.,granted Octover 18, 1892, and 499,879, granted June 


20, 1893. 


3. The licenses granted by section 1 and 2 are 


not exclusive, and are not transferable . It is also under- 
stood that no license is intended to ve granted by either 


interest to the other under any patent not specified in secy 
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tions 1 and 2, the intention weine to maintain the present 
characteristic differences between the machines of the two 
interests. It is also agreed that the Graphophone Company 
will not apply to any talking machines which it puts out 

the t rade-name "phonograph", and that the Phonograph Com- 
panies will not apply to any talking machines which they 
put out the trade-name "graphophone". It is further agreed 
that neither interest will bring suit a ainst such types of 
apparatus or supplies as have been put out commercially by 
the other interest before the date of this contract, whether 


put out by either interest before or after this contract, 


4, The parties agree to co-operate in sustaining 
all the patents hereinvefore specified, and in proceeding 
against all third persons who may infringe. such patents, or 
any of them. If suit be brought under a graphophone pat- 
ent, the Graphophone Company shall bear the expense, but 
the Phonograph Companies shall have the right to be repres- 
ented by their comnsel in such suit at their own expense; 
and vice-versa, the Phonograph Companies shall bear the ex- 
pense of suits brought under their patents, subject to the 
right of the Graphophone Commany to be represented by its 
counsel at its expense. If either party desires a suit 
brought under a patent of the other, and such other for any 
reason declines to prosecute, the party desiring such suit 
shall have the right to use the name of the other party for 


the purposes thereof. 


IN WITNESS WHEREOF, the parties hereto have caused 


these presents to be signed and sealed the day and year 


2 | 





ay 
! 
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first above written, each by its president thereunto duly 
authorized. 
AMERICAN GRAPHOPHONE CO. , 


By E. D. Easton, 





Attest: President. ' 
Paul H. Cromelin, 
Sec’y. (seal) 
EDISON PHONOGRAPH WORKS , 


By Thomas A Edison, 
Attest: President. 


J. ¥. Randolph, 
Secretary. 
NATIONAL PHONOGRAPH COMPANY, 


By W. S. Mallory, 
Attest: President. 


J.F.Randolph, 
Secretary. 
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STATE Ov NEW YORK : 
:8s 
County of New York.: 

On this 7th.day of December, 1896, 
before me personally came Edward D,. Easton, to me known, 
who being by me duly sworn, said that he is the President 
of American Graphophone Company, the aepeaanen named as 
the party of the first part in the foregoing agreement; 
that he knows the corporate seal of said corporation; that 
the seal affixed to the foregoing instrument is such cor- 
porate seal, and that he executed the said agreement as 
President of said corporation, and that such act is in con- 
formity with the By-Laws of said corporation. 


R. A. PIPER. 


(sear) Notary Public, Kings County, 
Certificate filed in New York County. 
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STATE OY NEW JERSEY: 
: :ss 
County of Essex : 


On this 7th day of Decerber, 1896, 
before me personally appxaret came William S.Mallory, to me 


known, who being by me duly sworn, said tht he is the 





President of Ns»tional Phonograph Company, the corporation 
named as one of the parties of the second part in the fore- 
going agreement; that he knows the corporate seal of said 
corporation; that the seal affixed to the foregoing in- 
strument is such corporate seal, and that he executed the 


said agreement as Presdent of said corporation, and that 


such act is in conformity with the by-laws of said cor- 


poration. 


Rich’d.N. Dyer- 
. Notary Public, 
State 6f New Jersey. 





sews 
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waite Ov NEW JERSEY: 
:ss 
County of Essex. 
On this 7th.day of December, 1896, 
before me personally came Thomas A.Edi si, to me known, who 
_ being by ine duly sworn, said that he is the P resident of 
Edison Phonograph Works, the corporation named as one of 
the parties of the second part in the foregoing agreement; 
that he knows the cornorate seal of said corporation, that 
the seal affixed to the foregoing instrvment is such cor- 


porate seal, and that he executed the said agreement as 


President of said corporation, and that such act is in con- 





formity with the by-laws of said corporation, 


Richard N.Dyer, 
Notary Public, 


State of N. J. 
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UNITED STATES CIRCUIT COURT, 
For the District of New Jersey, 


AMERICAN GRAPHOPHONE COMPANY, a. 
: IN EQUITY. 

vs. 

: Suit on Macdonald 
UNITED STATES PHONOGRAPH COMPANY, et al.: Patent No.587,265 
State of New York 
¢88., 

County of New York.: 

GEORGE E.TEWKSBURY, being duly sworn, deposes and 
says as follows: 

I am a resident of Newark, New Jersey, and am @ 
stockholder and ae een of the United States Phonograph 
Company, the defenciant above named, 

I have been associated with the management of said 
company for several years last past, and during that ‘period 
have been and nov am familiar with the business which it 
has carried on. I have not, however, during that period, 
done business of any description whatsoever in connection 
with the phonograph industry in my individual capacity. 

The United States Phonograph Company is a sebling 
company handling phonographs and similar apparatus and sup- 
plies therefor (purchased chiefly from the National Phono- 
graph Company of New Jersey) and placing sound records upon 
Edison blanks for reproduction on talking machines. : Neith- 
er the said United States Bompany nor I have ever manufac- 
tured a spring motor of any type or description, The 


spring motors referred to in the bill of complzint herein 
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and in the affidavit of Berchtold as "constructed in accor- 
dance with the Capps patent" are known as the “Edison 
Spring Motors" , All of these that we have ever handled 
were made by the Edison Phonograph Works of Orange,N.J.,and 
purchased by the United States Company from said Works or 
from the Nationel Phonograph Company, also of said Orange. 
The Edison Phonograph Works, es I am informed and 
believe, commenced the manufacture of nibs motors contain- 
ing the Capps invention sometime during the fall of 1895. 
The first of these which the United States Company purchas- 
ed from said Works was received in January, 1896.°': Believ- 
ing it to fully meet all the requirements of practical use 
(which could not, in my opinion, be said of earlier motors 
which had appeared on the market), we continued, from that 
time on, to purchase these motors in quantities, first from 
the Edison Phonograph Works and later from the National 
Phonograph Company. By mkirg these purchases in quanti- 
ties, we were able to ootain the motors at a price permitt- 
ing us to sell at a profit to consumers. For the purpose 
of increasing the business in these motors, they were ads 
vertised as the "Edison Spring Motor", and by reason of 
such advertisement and the fact that they were manufactured 
by the Edison Phonograph Works, they became and now are 
widely known under that name. At the present time these 
motors are recognized in the trade as standard accessories 
to Edison phontdgraphs, and a large mumber have been sold 


and are in daily use. 
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In handling the "Edison Motors", the United States 
Company has acted merely as one of a number of sales agents 
for the National Phonograph Company and the Eiison Phono- 


graph Works. Said United States Company has no interest 

















in the business done by either said Works or said National 
Company, nor has it any interest in the profits made by 
either of said concerns from the manufacture and sale of 
said motors. Its position is practically the -same as that 
of other phonograph agents. All, so far as I know, may 
buy the motors from the National Company, and, if they pur= 
chase in sufficient quantities, get a discount permitting 
them to resell at a discount. 

My attention has been called by ovr counsel to 
paragraph 4 of the bill of complaint orought by the United 
States Company against American Graphophone Company and 
Columbia Phonograph Company. The wording of this bill was 
not critically examined at the time of execution. We be- 
lieved the pleading to be in the usual form of bills in 
patent cases and executed it without question, On realiz- 
ing, through advice of counsel, that the allegation contain 
ed in the first clause of said paragraph was erroneous so 
far as concerns the manufacture by the United States Com- 
pany of motors under the Capps patent, I promptly instruct- 
ed counsel to correct the allegation in accordance with the 
fact in this respect, as hereinabove set forth. 

Georse FE. Tewksbury. 


Subscribed and sworn to before me : 
this 3rd.day of Decerber, 1897. s 


Seal) Eugene Conran, 
Notary Pubie Kings Co.,Certificate filed in NLY. 
Co 
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| UNITED STATES CIRCUIT COURT 
For the District of New Jersey. 


AMERICAN GRAPHOPHONE COMPANY 
IN EQUITY . 
¥S:, 








: Suit on Macdonald 
UNITED STATES PHONOGRAPH COMPANY et al.: Patent No.587,265. 


State of New York, 





City and County of New ees 

S.0.EDMONDS, being duly sworn, deposes and Says as 
follows: 

I reside at Orange, New Jersey, and am an attorney- 
at-law, having an office in New York City, N.Y. I am and 
have been, for several years past, of covnsel for the Unit- 
ed States Phonograph Company and George E,Tewksbury, the 
defendants in this cause. 

I have read the bill of complaint and moving papers 
herein, and am familiar vith the facts to which they refer. 
The said bill and said papers to my mind fail to disclose 
the true situation with respect to the interference in ‘the 
United States Patent Office involving the Capps patent and 
the Macdonald patent under which this suit is brought. 

Those facts are as follows: The application for 
the Capps patent was placed in my hands after the same had 
been prosecuted in the Patent Office’ for a considerable 
time and thereafter the prosecution was proceeded with by 
me, and as a result thereof, the patent issned on Octover -~ 


27, 1896. 
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At or avovt the time of the grant of the patent, the United 
States Phonos aph Company brought to my attention a flagrant 
infringement upon the Capps patent in a spring moter known 
as the "Chicago motor", and placed upon the marke* by the 


Chicago Talking Machine Company, of Chicago, Illinois. I 





was instructed to commence suit against said Company as 
early as possible, 

On Noverber 12, 1896, having dring the previous 
sixteen days secured proof of the sale of the infringing”: 
motors by said Chicago Company, I filed a vill for the 
United States Company in the United States Circuit Court 
for the Northern District of Illinois against the said 
Chicago Talking Machine Company for infringement of said 
Capps patent. Thereafter an answer was filed, in which 
the defendant alleged that "Capps surreptitiously and un- 
justly obtained a patent for tin t which was in fact invent- 
ed by another, to wit, Thomas H.Macdonald, of Bridgeport, 
Connecticut ." 

Being at the time said vill of complaint was filed, 
aware of the fact that Macdonald claimed to ve the inventor 
of the structure comprehended in the broader claims of the 
Capps patent, I anticipated this defence and expected to 
meet it in the Chicago suit. After the filing of the bill, 
however, the interference referred to in the present bill 
of complaint was deciared, and there was thus brought up 
for determination not only in said svit but also in said 


interference the same issue, to wit, that of priority of 


invention. 
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On informing the united States Phonograph Company 
of this condition of affairs, I advised them that it vould 
i probably be putting them to unnecessary expense were they 
to contest this one issue in both causes, Since svch a con- 
test would involve the introduction of practically the same 
evidence, and since a determination in favor of Capps could 
be made commercially available in the suit against the Chi- 
cago Company by reason of the issuance of an injunction, I 
advised them to try the issue in that suit rather than in 
the interference. 

Having after consultation with the United States | 
Company, concluded to pursve this plan, I filed in the Pat- 
ent Office the paper seproaiewe in "Complainant’s Papers on rc 
Motion for Preliminary Injunction" at page 16, in which the 
Patent Office was notified that Capps’ assignee had "con- 
cluded, in view of litigation in which said Capps patent is . 
involved, to take no testimony herein, preferring, under 
the circumstances, that the issue of priority of invention 
be determined in the courts." his was, in effect, a with- 


drawal from the interference, and in accordance with the 





well understood rules of the Patent Office, a pro forma 

‘Judgment of priority was awarded to Macdonald. Thereafter, 
as vs by the file-wrapper of the Macdonald patent, the 
prosecution of the application therefor was proceeded with, 
and such prosecution resulted in the grant of the patent on 


July 27, 1897, nine months after the grant of the said pat- 


ent of Capps. 
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Shortly after issue was joined in the Chicago suit, | 

I proceeded on behalf of the complainant, to introduce prima 

facie proofs. Thereafter the defendant proceeded with the 
taking of testimony and among other evidence adduced that 

of said Macdonald and of his fellow employees of the Ameri- 


can Graphophone Company, this being directed to making out 


the defence of prior invention set up in the answer as q 


above quoted. The defendant’s testimony in the Chicago 


case was concluded only on Novemver 24th.,and it is and has 


been my intention to proceed as actively as possible with 


the introduction of rebuttal proofs, Such rebuttal testi- 


mony will comprise evidence directed to establishing prior 


invention by Capps. 











It will thus be seen that there has been, up to 


this time, no determination of the question as to which of 





Leonean ener e: 


the two inventors, Capps or Macdonald, is entitled to Let- 
ters Patent for the broad invention in issue, beyond the 


mere pro forma award in she Patent Office, and that the 


latter was based upon a default made under the advice of 
counsel, On the other hand, the controverted question is 
brought directly in issue in the Chicago suit, and this 
suit is being pressed as actively as my ensagements will | 
permit , | 
My attention has Just been called to the wllegation 
in yaragraph 4 of the of 11 of complaint filed ‘py the United 


States Company on October 5, 1897. This paragraph has 





been’ amended as shown by the amendment and order hereto an- 


3 
ce fi 
nexed markrd Exhibit B. , Raymonfi R. W i 


Research Librar 


Attached to said amendment and order is an affi- 


davit of my orn which I make a part hereof. 


Subscribed and s‘orn to before me : 
: §S. 0. Edmonds. | 
this 3rd.day of December, 1897. : \ 


Evgent Conran, 
Notary Public, Kings Co., 
( Seal ) Certificate filed in New York Co. 
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EXHIBIT B, a 


UNITED STATES CIRCUIT COURT, . 
Southern District of New York, 


o-+------------------+~-+~=--------- X 


UNITED STATES PHONOGRAPH COMPANY : 
vs. 3 In Bauity 


AMERICAN GRAPHOPHONE COMPANY and : 
COLUMBIA PHONOGRAPH COMPANY. 


And now comes the complainant and moves that its 
pill of complaint herein, filed Octover 5, 1897, be amended 


by striking from parag aph 4 therenf, the words: 


"Your orator further shows that it is a manufactur- 
ing concern, engaged in the manufacture and sale of spring 
motors for sound recording and reproducing instruments and 
appliances related thereto, and that in earrying on its 
business it has manufactured and sold, and is now manufac- 
turing and selling, in large quantities, spring motors em- 
ploying and containing the inventions and improvements in 
said letters patent set forth." ¥ 


New York, Decemver 3, 1897. 


Richard N.Dyer, 
S .0.Edmonds, 
Solicitors for Complainant 





: Ordered accordingly, 
E.H.Lacombe, 


Tee 3, 1897. U.S.Cirevit Judge. 
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_wzaves CIRCUIT COURT, 


Gouthern District of New York. 


UNITED STATES PHONOGRAPH COMPANY, : 
vs. : In Equity. 


AMERICAN GRAPHOPHONE COMPANY and 
COLUMBIA PHONOGRAPH COMPANY. 


State of New York : 
288i, 
County of New York.: 
S.0.EDMONDS, being duly sworn, de- 
poses and says as follows: 

I an of counsel for the complainant and as such 
prepared the bill of complaint herein. At the time said 
vill was drawn I was under a misapprehension as to the 
character of the uusiness done vy said complainant, and em- 
bodied in the vill of complaint (»aragraph 4) the statement 
that the Company was a manufactvring concern and was engag- 
ed in the manufacture and sale of certain devices, This 
matter having been brought to my attention within the last 
two days, I examined into the matter of this allegation 
more closely and discovered that it was an error. The com- 
plainant is not in fact, a manvfacturing concern, and I am 
informed and believe has never manufactured any of the de- 
vices covered by the Letters Patent involved in this svit. 

No copy of the vill of complaint herein has been 
taken from the Clerk’s office. A copy thereof was supplied 


by me to defendants’ solicitors on October 8, 1897. 


Suoscrived and svorn to before me ° és 
this 3rd.day of December , 1897 . essed 


R. Wile 
Library 
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United States Curcnit Court, 


District of New Jersey. 


American Graphophone Company, 


-vs- In Equity. 


United States Phonograph Company, et al. Dec. 10, 1896 


ON GONSENT of the Solicitors for the respective 
parties hereto, it is hereby 
ORDERED that this suit be and the same hereby is 
discontinued, without costs to either party as against 
the other, 
Andrew Kirkpatrick, 
Tuage. 


Entry and filing of or order consented to. 
Lee & Lee 
Solicitors for Complainant. 
By Pollok & Mauro, of Counsel. 
Howard W. Hayes, 
Solicitor for Defendants, 
By Dyer & Driscoll, 


of Counsel, 





pari pene eee 
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Wnited States of Amevica,) 
District of New Aersey, { ° 


r Ke fF DG Cbjphant, leuk Va the Coscutt 
Goutt f the Vite States o Snetica, fe the Distuot Va Lu Jy ZH 
the Lid Ceseutt, de tetely ayy the  felegoing te be a tue oft of the euginal 









Order of, Discontinuance. 





be, and! now eematning among the tecotds f the sail Coutl, i my offeee. 


pay Zn Lestimony Wirerest, F Lave sterile dadeculat my 
name ani ofiaed the Seal f the said Gut ae 
Qrenton, tn said Distuit, MS mor AG OL ABADI 
day GP TAMAEY in the pe of cut Bet cne 
b thousand eight! tandeed and ny eight —..and 
of the Inalofreni ENCE of the United States the cne 
handed and. wap ’ 
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Clerk: Circuit Court U.S. ~ 





Raymond R¢Wile 
___ Research Library 

















| 


United States Circuit Court, 


DISTRICT OF NEW JERSEY 





| 
{ 
© American Graphophone Company, i 
' 
. -vVs- i 
4 i 
United States Phonograph Com- 5 
pany, et al, 
an : 
‘ f 
Sng : é 
Ocder of Discontinuance, eS P : ‘ : } 
Dyer & Dri 

Por Def a | 

SG Wall Streat, H ’ . t 


New York, N. Y. 


Filed Deo. 10, 1896. ‘ : 3 ; : t 





